D. Confusing Similarity Between Domain Names and Complainant’s Marks

63. Notwithstanding the use of the term “Confusingly Similar”, the following considerations
support the view that the test under Policy paragraph 3.4 is a test of resemblance based upon
first impression and imperfect recollection, rather than a test of confusion as applied in cases of
trade-mark infringement under the Canadian Trade-marks Act or passing off at Canadian
common law:

Policy paragraph 3.4 provides a definition of “Confusingly Similar” as follows:

A domain name is "Confusingly Similar" to a Mark if the domain name so nearly

resembles the Mark in appearance, sound or the ideas suggested by the Mark as

to be likely to be mistaken for the Mark (para 61). This is pursuant to Policy paragraph 1.2 that provides that the term “domain name” means “the domain name excluding the "dot-ca" suffix and the suffixes associated with all third and fourth level domain names accepted for registration by CIRA (para 62).” The Policy’s definition of “Confusingly Similar” is similar to the wording used in Canadian Trade-marks Act section 9(1) (para 63). The test under Trademarks
Act section 9(1) is a test of resemblance based upon imperfect
recollection, rather than a test of source confusion
and
does not include consideration of

marketplace factors that are an important part of a source confusion analysis
63. Notwithstanding the use of the term “Confusingly Similar”, the following considerations
support the view that the test under Policy paragraph 3.4 is a test of resemblance based upon
first impression and imperfect recollection, rather than a test of confusion as applied in cases of
trade-mark infringement under the Canadian Trade-marks Act or passing off at Canadian
common law:

(a) The Policy’s definition of “Confusingly Similar” is similar to the wording of

Canadian Trade-marks Act section 9(1). Section 9(1) prohibits the adoption of

any mark “consisting of, or so nearly resembling as to be likely to be mistaken
for”, certain official marks and other prohibited marks. The test under Trademarks
Act section 9(1) is a test of resemblance based upon imperfect
recollection, rather than a test of source confusion. In particular, the test is

whether a person, on a first impression, knowing the official mark only and

having an imperfect recollection of it, would likely mistake the challenged mark
for the official mark. The section 9(1) test does not include consideration of

marketplace factors that are an important part of a source confusion analysis.12

(b) The Policy’s definition of “Confusingly Similar” is also similar to the wording of

Canadian Trade-marks Act sections 6(5)(e). Section 6(5)(e) sets forth one of the

circumstances a court is required to consider in determining whether trade-marks
or trade-names are confusing, namely “the degree of resemblance between the

trade-marks or trade-names and the in appearance or sound or in the ideas

suggested by them”. Significantly, the definition of “Confusingly Similar” does not
include any of the other criteria set forth in Trade-marks Act sections 6(5)(a) –

(d), namely, the inherent distinctiveness of the trade-marks or trade-names and

the extent to which they have become known, the length of time the trade-marks

or trade-names have been in use, the nature of the wares, services or business,

and the nature of the trade.
(c) A “Mark” within the meaning of the Policy may be a duly advertised official mark.

Applying a confusion test to official marks is not consistent with Canadian trademark
law. An official mark advertised under Trade-marks Act sections 9(1)(n)

may be relied upon to prevent the use of similar marks even though there is no
likelihood of confusion.
63(d) The Panel makes an excellent point when they make the observation that trying to make a “comparison of domain names and trade-marks without considering
marketplace criteria is consistent with the way in which domain names are used…. [by]Internet users often use domain names without knowing the nature and content of the website to which the domain name connects and other marketplace criteria that are important considerations in a conventional trade-mark confusion analysis.”
I fully agree with the Panels reasoning that the inherent procedure that is contemplated by the Policy is also not well suited to the kinds of factual determinations involved in a conventional confusion analysis applied in trade-mark infringement disputes. The Panel points out that  purpose of the Policy is to be a “relatively quick and inexpensive resolution process”, that’s why panels must make factual determinations based upon written submissions and documentary evidence and that parties are often not represented by counsel. (though in this case  the Complainant was represented by legal counsel throughout this proceeding. The

Respondent was not represented by legal counsel.complainant (para 10)

The Panel was faced with a problem since prior decisions under the Policy were not consistent regarding the test to be applied under
Policy paragraph 3.4 (para 65). Since no definition for “confusingly similar” was provided in the UDRP, couldn’t be used to  aid in interpreting this part of the Policy (para 64).

In trying to determine whether a test to be applied under paragraph 3.5 of the CRDP is of one “resemblance” or of “confusion”, The Panel looked at 2 cases for each separate test (para 65). 

The standard test under Policy paragraph 3.4 is a test of resemblance based upon
first impression and imperfect recollection, rather than a test of confusion as applied in cases of trade-mark infringement under the Canadian Trade-marks Act or passing off at Canadian common law (para 63):
this Panel has concluded
that a test of resemblance based upon first impression and imperfect recollection is the

appropriate test under Policy paragraph 3.4 (para 67).
The Panel also concludes that the resemblance test  which doesn’t require Marks to be distinct, is consistent with the fact that Marks do not have to be distinctive in order to be advertised under the Trade-marks Act or afforded significant protection under the Trade-marks Act,  a complainant may therefore rely upon an official mark advertised pursuant to paragraph 9(1)(n) of the Trade-marks Act in the Proceedings (para 68).
66. For the reasons set forth above, the Panel concludes that that the test for “Confusingly
Similar” under Policy paragraph 3.4 is one of resemblance based upon first impression and
imperfect recollection. Accordingly, for each Domain Name the Complainant must prove on a

balance of probabilities that a person, on a first impression, knowing the Complainant’s
corresponding mark only and having an imperfect recollection of it, would likely mistake the

Domain Name (without the .ca suffix) for Complainant’s corresponding mark based upon the

appearance, sound or the ideas suggested by the Mark.

 65. Prior decisions under the Policy are not consistent regarding the test to be applied under
Policy paragraph 3.4. Two decisions have concluded that the test is one of resemblance:

Trans Union LLC v. 1491070 Ontario Inc. (April 23, 2003; Dispute No. TRA-030423-001011)

and Canadian Broadcasting Corporation v. Quon (April 8, 2003; Dispute No. DCA 681-CIRA).

Two other decisions have held that the test is one of “confusion”, either as that term is used in

conventional trade-mark infringement disputes or with slight modification: Browne & Co. Ltd. v.

Bluebird Industries (October 22, 2002, Dispute No. 00002) and Air Products Canada Ltd. v.

Index Quebec Inc. (April 15 and 23, 2003).

66. For the reasons set forth above, the Panel concludes that that the test for “Confusingly
Similar” under Policy paragraph 3.4 is one of resemblance based upon first impression and
imperfect recollection. Accordingly, for each Domain Name the Complainant must prove on a

balance of probabilities that a person, on a first impression, knowing the Complainant’s
corresponding mark only and having an imperfect recollection of it, would likely mistake the

Domain Name (without the .ca suffix) for Complainant’s corresponding mark based upon the

appearance, sound or the ideas suggested by the Mark.

67. As will be noted below, the Registrant places considerable reliance upon the decision in
Air Products Canada Ltd. v. Index Quebec Inc. (April 15 and 23, 2003). In that decision, the

panel found that the domain name <airproducts.ca> was not “Confusingly Similar” with the
complainant’s registered trade-mark AIRPRODUCTS & DESIGN because the words “air products”,

in the context of Internet use, were not distinctive and therefore could not cause confusion. The

Air Products panel’s reasoning in that regard was based upon the view that the test for

“Confusingly Similar” under Policy paragraph 3.4 is confusion. However, the Air Products panel
noted that the Policy is relatively new and has not been extensively interpreted, and expressly
acknowledged that Policy paragraph 3.4 could be interpreted to require a test of resemblance
rather than confusion. The Air Products panel held that under the resemblance test, the domain
name <airproducts.ca> was “Confusingly Similar” with the complainant’s registered
AIRPRODUCTS & DESIGN trade-mark. For the reasons set forth above, this Panel has concluded
that a test of resemblance based upon first impression and imperfect recollection is the

appropriate test under Policy paragraph 3.4. Accordingly, the Panel disagrees with the

conclusion in Air Products Canada Ltd. v. Index Quebec Inc. that confusion is the proper test
under Policy paragraph 3.4.
68. The Panel also disagrees with the reasoning in Air Products Canada Ltd. v. Index

Quebec Inc. to the extent that the panel in that case suggests that a complainant’s mark must
be distinctive in order to sustain a finding that a challenged domain name is “Confusingly
Similar” to the complainant’s mark under Policy paragraph 3.4. Distinctiveness may be an

appropriate consideration in determining whether a complainant has “Rights” in a “Mark” within

the meaning of the Policy [ For the reasons, distinctiveness of a complainant’s mark is relevant if a complainant relies upon an

unregistered trade-mark or certification mark, but is not relevant if the complainant relies upon a trademark

registered in the Canadian Intellectual Property Office prior to the domain name registration date or

an official mark duly advertised prior to the domain name registration date.

] However, distinctiveness of a complainant’s mark is not an

appropriate consideration in determining whether the challenged domain name is “Confusingly
Similar” to the complainant’s mark. The Panel’s view in this regard is consistent with the fact
that a complainant may rely upon an official mark advertised pursuant to paragraph 9(1)(n) of

the Trade-marks Act. Such official marks do not have to be distinctive in order to be advertised
under the Trade-marks Act or afforded significant protection under the Trade-marks Act.

69. The following are the Panel’s findings regarding whether the Domain Names are

“Confusingly Similar” to the Complainant’s corresponding marks.

