Paragraph 4.1 of the Policy sets out that the Complainant must prove, on a balance of probabilities, that each of the Domain Names are “Confusingly similar” to a “Mark” in which the Complainant had “Rights” prior to the date of the registration of the Domain Name and continues to have such “Rights”. (para 21) Therefore as provided by paragraph 4.1, what is considered the first date of registration was when something about the University of BC [I can’t find this] (para 22). The Panel decided upon the provided evidence that the Domain Names were initially registered on various dates between November 9, 2000 and May 29, 2002, and that these dates would determine whether or not the Complainant had “Rights” in the corresponding “Mark” (para 23)
The Panel then went on to define the term “Mark” and its “deemed use”. They point to Policy para 3.2 that provides 3 definitions. Their choices were that a Mark is (a) a trade-mark as a distinguishing mark in business and between businesses; (b) a certification mark of a defined standard; (c) a trademark registered in CIPO; and (d) as the alphanumeric and punctuation elements of badges, crests etc… in which the Register of trademarks has given public notice of adoption and use pursuant para 9(1)(n) of the Trademarks Act (Canada) (para 24). Should I look up para 9?... nah
Paragraph of the Policy sets out “the deemed use” of a Mark in terms of (a) identifiying the owner of wares
 (b) used to advertise services

(c) denoting/promoting/advertising a business

(d) promoting or advertising of a non-commercial activity

26. Policy paragraph 3.3 provides that a person has “Rights” in a Mark if:

(a) in the case of paragraphs 3.2 (a) and 3.2(b), respectively as a distinguishing trademark between businesses, wares or services or as a certification mark of a defined standard, the Mark has been used in

Canada by that person, that person's predecessor in title or a licensor of

that person or predecessor;

(b) in the case of paragraph 3.2(c), the Mark is registered in CIPO in the

name of that person, that person's predecessor in title or a licensor of that

person; or

(c) in the case of paragraph 3.2(d), public notice of adoption and use was

given at the request of that person.

The Panel states that it relies upon Canadian jurisprudence when interpreting the definition of a “trademark” under the wording of Policy paragraph 3.2(a) due to the fact that since there is such a high similarity between the definition given in Policy para 3.2(a) and the definition for trademark given in -marks Act, R.S.C. 1985, c. T-13 [4 Trade-marks Act section 2 defines “trade-mark” as “a mark that is used by a person for the purpose of

distinguishing or so as to distinguish wares or services manufactured, sold, leased, hired or performed by him from those manufactured, sold, leased, hired or performed by others”.]Panel relies upon Canadian jurisprudence regarding the Trademarks Act definition of “trade-mark”.5 (para 27) 5 This approach is consistent with Rules paragraph 12.1, which requires the Panel to render its decision in accordance with the Policy, the Rules and any rules and principles of the laws of Ontario and the laws of Canada applicable therein.

(para 28) The panel takes note of the fundamental principles of Canadian law regarding the concept of a “trade-mark”. (a) The ability

to distinguish, known as distinctiveness, is the cardinal requirement of a trademark.

(b) Distinctiveness may be inherent or acquired. 

(d) The mere use of a particular trade-mark is not sufficient to support a finding of

distinctiveness. Nevertheless, distinctiveness may be inferred in some

circumstances from the inherent distinctiveness of the mark, its use (including

advertising) and substantial sales.

(e) Proof of exclusivity is not essential to proof of distinctiveness. Also, proof of

acquired distinctiveness does not require demonstrating a lack of

descriptiveness, but only that the acquired secondary meaning of the mark is

dominant. Further, it is not necessary that the trade-mark owner show that

consumers know the owner’s name to establish distinctiveness.

29. It is important to note that Policy paragraphs 3.2, 3.3, and 3.5 treat unregistered trademarks

and certification marks differently from registered trade-marks and official marks. If a

complainant’s “Mark” is an unregistered trade-mark or certification mark,( 7 This also applies to trade-marks registered in the Canadian Intellectual Property Office after the domain name registration date)  the complainant must establish that the trade-mark was used in Canada by the complainant or its predecessor for the purpose of distinguishing the wares, services or business of the complainant or its predecessor prior to the domain name registration date (Policy paragraphs 3.2(a) and (b), 3.3(a) and 3.5.)
30. On the other hand, if the complainant’s “Mark” is a trade-mark registered in the

Canadian Intellectual Property Office prior to the domain name registration date, the complainant is not required to establish distinctiveness or use - the mere registration of the trade-mark is sufficient to establish “Rights” in the “Mark” within the meaning of the Policy Policy paragraphs 3.2(c) and 3.3(c).
Similarly, if the complainant’s “Mark” is an official mark duly advertised prior to the domain name registration date, the complainant is not required to establish distinctiveness or use - the mere advertising of the official mark is sufficient to establish “Rights” in the “Mark” within the meaning of the Policy (Policy paragraphs 3.2(d) and 3.3(c).) Accordingly, where a complainant relies upon a trade-mark registered prior to the domain name registration date or an official mark advertised prior to the domain name registration date, the Policy does not require or permit a panel to go behind the Canadian Trade-marks Register to determine whether the mark is valid or invalid based upon lack of distinctiveness or non-use. 
31. The Complainant asserts “Rights” in various “Marks”. The Registrant disputes those

“Rights” and “Marks” on various grounds. The following are the Panel’s findings regarding the

Complainant’s asserted “Rights” in each “Mark”.

(a) GOVERNMENT OF CANADA and GOUVERNEMENT DU CANADA

32. The Complainant asserts common law trade-mark rights in the names GOVERNMENT OF CANADA and GOUVERNEMENT DU CANADA. The Complainant also relies upon its official mark GOVERNMENT OF CANADA & DESIGN (application no. 0902329) advertised pursuant to Trademarks Act, s. 9(1)(n)(iii), which is comprised of the Canadian flag and the words “Government of
Canada” and “Gouvernement du Canada”. The official mark was advertised in 1976, prior to the

registration dates for the governmentofcanada.ca and gouvernementducanada.ca domain

names (November 9, 2000 and July 15, 2001 respectively). The Complainant asserts that these

marks are consistently used in association with the provision of government services and programs (The Complainant also relies upon the same official mark advertised in 1987 on behalf of the Treasury Board of Canada.)
33. The marks GOVERNMENT OF CANADA and GOUVERNEMENT DU CANADA are the

alphanumeric and punctuation elements of an official mark of which the Registrar of Trademarks

has given public notice of adoption and use pursuant to paragraph 9(1)(n) of the Trademarks

Act. Accordingly, the Panel finds that the marks GOVERNMENT OF CANADA and

GOUVERNEMENT DU CANADA are “Marks” within the meaning of the Policy by virtue of Policy paragraph 3.2(d).

9 Policy paragraphs 3.2(c) and 3.3(c).

34. The Complainant is the registrant of the official mark GOVERNMENT OF CANADA & DESIGN,

and the mark was advertised at its request. Accordingly, the Panel finds that the Complainant

had “Rights” in that mark within the meaning of the Policy by virtue of Policy paragraph 3.3(c)

prior to the date of registration of the corresponding Domain Name and continues to have such

“Rights”.

(b) CANADA CUSTOMS AND REVENUE AGENCY

35. The Complainant asserts common law trade-mark rights in the CANADA CUSTOMS AND REVENUE AGENCY mark. The Complainant has provided evidence of use of the mark in association with its customs and revenue services prior to July 15, 2001 (the registration date
for the <canadiancustoms.ca> domain name).

36. The Registrant disputes the Complainant’s asserted rights in the CANADA CUSTOMS AND

REVENUE AGENCY mark on the basis that the mark has not been advertised as an official mark

pursuant to paragraph 9(1)(n)(iii) of the Trade-marks Act. However, the Complainant asserts
common law rights in the mark based upon use, not statutory rights based upon advertisement

as an official mark. The Registrant also contends that the CANADA CUSTOMS AND REVENUE

AGENCY mark is descriptive and not distinctive of the Complainant.

37. The Panel finds that as a result of extensive use by the Complainant, the CANADA

CUSTOMS AND REVENUE AGENCY mark has acquired distinctiveness and distinguishes the

Complainant’s services from those of other persons. The Panel also finds that the Complainant
uses the CANADA CUSTOMS AND REVENUE AGENCY mark in association with its customs and

revenue services by displaying the mark in the carrying out, promoting or advertising of those
services. The Panel also finds that those services constitute “non-commercial” services within

the meaning of Policy paragraph 3.5(b). Accordingly, the Panel finds that the CANADA CUSTOMS

AND REVENUE AGENCY mark is a “Mark” within the meaning of the Policy pursuant to Policy

paragraph 3.2(a). The Panel also finds that the Complainant had “Rights” in that mark within

the meaning of the Policy pursuant to Policy paragraph 3.3(a) prior to the date of registration of

the corresponding Domain Name and continues to have such “Rights”.

(c) EC.GC.CA

38. The Complainant asserts common law trade-mark rights in the mark EC.GC.CA based

upon use of the mark as a domain name for a government website prior to February 8, 2002

(the registration date for the <ecgc.ca> domain name) and in advertising and promotional

materials. The Complainant contends that the ec.gc.ca domain name has acquired

distinctiveness as a trade-mark. The Complainant provided evidence that the ec.gc.ca domain

name is used for the Environment Canada website, and evidence of publications advertising to

the public that the Environment Canada website may be accessed using the ec.gc.ca domain

name.

39. The Registrant disputes the Complainant’s asserted rights in the EC.GC.CA mark on the

basis that the mark has not been advertised as an official mark pursuant to paragraph 9(1)(n)(iii)

of the Trade-marks Act. However, the Complainant asserts common law rights in the mark

based upon use, not statutory rights based upon advertisement as an official mark.

40. Domain names have a dual purpose as surrogates for Internet IP addresses, in which case they are not being

used as trade-marks (they do not distinguish the wares, services or business of the owner of

the domain name) or they play anidentifying function by providing information regarding the source of the wares, services or

information advertised on or available through a website, in which case they are used as trademarks.
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41. The term “ec.gc.ca” is inherently distinctive. It is arbitrary, not descriptive or generic.

The evidence establishes that the Complainant uses the term “ec.gc.ca” as a domain name for

its Environment Canada website, and also uses the term “ec.gc.ca” in promotional publications

to identify the Internet source of Environment Canada information and services.

42. The Panel finds that the EC.GC.CA mark distinguishes the Complainant’s services from

those of other persons. The Panel also finds that the Complainant uses the EC.GC.CA mark in

association with its environment-related services by displaying the mark in the carrying out,

promoting or advertising of those services. The Panel also finds that those services constitute

“non-commercial” services within the meaning of Policy paragraph 3.5(b). Accordingly, the

Panel finds that the EC.GC.CA mark is a “Mark” within the meaning of the Policy pursuant to

Policy paragraph 3.2(a). The Panel also finds that the Complainant had “Rights” in that mark

within the meaning of the Policy pursuant to Policy paragraph 3.3(a) prior to the date of

registration of the corresponding Domain Name and continues to have such “Rights”.

(d) WEATHER OFFICE and WEATHEROFFICE.CA

43. The Complainant relies upon the official marks WEATHER OFFICE (application no.

0911924) and WEATHEROFFICE.CA (application no. 0911925) advertised pursuant to Trademarks

Act s. 9(1)(n)(iii). The official marks were advertised in May 2000, prior to the June 19,

2002 registration date for the <theweatheroffice.ca> domain name. The Complainant has not
adduced any evidence of use of either mark, except for the use of the term “weatheroffice” as

part of the domain name <www.weatheroffice.ec.gc.ca>.

44. The Registrant contends that the official marks WEATHER OFFICE and WEATHEROFFICE.CA

are invalid because they have never been used by the Complainant. The Registrant refers to

Trade-marks Act s. 9(1)(n)(iii), which requires that an official mark be “adopted and used” by a

public authority in Canada. For the reasons set forth above, the Policy does not require or

permit a panel to go behind the Canadian Trade-marks Register to determine whether a duly

advertised official mark has been effectively adopted and used by the advertised owner of the

mark.

45. The marks WEATHER OFFICE and WEATHEROFFICE.CA are the alphanumeric and

punctuation elements of official marks of which the Registrar of Trade-marks has given public

notice of adoption and use pursuant to paragraph 9(1)(n) of the Trade-marks Act. Accordingly,

the Panel finds that the marks WEATHER OFFICE and WEATHEROFFICE.CA are “Marks” within the

meaning of the Policy by virtue of Policy paragraph 3.2(d).
46. The registration information for the official marks WEATHER OFFICE and

WEATHEROFFICE.CA indicates that the registrant of the marks and person at whose request those

marks were advertised is “the Federal Government of Canada as represented by the Ministry of

Environment”. Accordingly, the Panel finds that the Complainant had “Rights” in that mark
within the meaning of the Policy by virtue of Policy paragraph 3.3(c) prior to the dates of

registration of the corresponding Domain Names and continues to have such “Rights”.

(e) PUBLIC WORKS AND GOVERNMENT SERVICES CANADA

47. The Complainant asserts common law trade-mark rights in the mark PUBLIC WORKS AND

GOVERNMENT SERVICES CANADA based upon use of the mark in association with various

government services prior to May 29, 2002 (the registration date for the <publicworks.ca>

domain name).

48. The Registrant disputes the Complainant’s asserted rights in the PUBLIC WORKS AND

GOVERNMENT SERVICES CANADA mark on the basis that the mark has not been advertised as an

official mark pursuant to paragraph 9(1)(n)(iii) of the Trade-marks Act. However, the
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Complainant asserts common law rights in the mark based upon use, not statutory rights based

upon advertisement as an official mark. The Registrant also contends that the PUBLIC WORKS

AND GOVERNMENT SERVICES CANADA mark is generic and descriptive in nature, and not

distinctive of the Complainant.

49. The Panel finds that as a result of extensive use by the Complainant, the PUBLIC WORKS

AND GOVERNMENT SERVICES CANADA mark has acquired distinctiveness and distinguishes the

Complainant’s services from those of other persons. The Panel also finds that the Complainant
uses the PUBLIC WORKS AND GOVERNMENT SERVICES CANADA mark in association with its services
by displaying the mark in the carrying out, promoting or advertising of those services. The

Panel also finds that those services constitute “non-commercial” services within the meaning of

Policy paragraph 3.5(b). Accordingly, the Panel finds that the PUBLIC WORKS AND GOVERNMENT

SERVICES CANADA mark is a “Mark” within the meaning of the Policy pursuant to Policy

paragraph 3.2(a). The Panel also finds that the Complainant had “Rights” in that mark within

the meaning of the Policy pursuant to Policy paragraph 3.3(a) prior to the date of registration of

the corresponding Domain Name and continues to have such “Rights”.

(f) PUBLIC WORKS CANADA

50. The Complainant asserts common law trade-mark rights in the mark PUBLIC WORKS

CANADA based upon the popular usage of the mark to refer to the Complainant’s Department of

Public Works and Government Services prior to May 29, 2002 (the registration date for the

<publicworks.ca> domain name).

51. The Registrant disputes the Complainant’s asserted rights in the PUBLIC WORKS CANADA

mark on the basis that the mark has not been advertised as an official mark pursuant to

paragraph 9(1)(n)(iii) of the Trade-marks Act. However, the Complainant asserts common law

rights in the mark, not statutory rights based upon advertisement as an official mark. The

Registrant also contends that the PUBLIC WORKS CANADA mark is generic and descriptive in

nature, and not distinctive of the Complainant.

52. The Complainant has adduced evidence that the media uses the term “Public Works

Canada” to refer to the Complainant’s Department of Public Words and Government Services.

However, the Complainant has not adduced any evidence that the Complainant itself uses the

term “Public Works Canada” as a trade-mark or trade name for the purpose of distinguishing its

wares, services of business from those of other persons, as required by Policy paragraph

3.2(a), whether by displaying the mark in the carrying out, promoting or advertising of the

Complainant’s services, within the meaning of Policy paragraph 3.5(d), or otherwise.

53. Accordingly, the Panel concludes that the Complainant has not proven, on a balance of

probabilities, that PUBLIC WORKS CANADA is a “Mark” within the meaning of the Policy, or that the

Complainant has “Rights” in that mark within the meaning of the Policy

(g) STATISTICS CANADA

54. The Complainant asserts common law trade-mark rights in the mark STATISTICS CANADA

based upon use of the mark in association with various government services prior to November

9, 2000 (the registration date for the <statscanada.ca> domain name) and July 15, 2001 (the

registration date for the <statcanada.ca> domain name).

55. The Registrant disputes the Complainant’s asserted rights in the STATISTICS CANADA

mark on the basis that the mark has not been advertised as an official mark pursuant to

paragraph 9(1)(n)(iii) of the Trade-marks Act. However, the Complainant asserts common law
rights in the mark based upon use, not statutory rights based upon advertisement as an official
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mark. The Registrant also contends that the STATISTICS CANADA mark is generic and descriptive
in nature, and not distinctive of the Complainant.

56. The Panel finds that as a result of extensive use by the Complainant, the STATISTICS

CANADA mark has acquired distinctiveness and distinguishes the Complainant’s services from
those of other persons. The Panel also finds that the Complainant uses the STATISTICS CANADA

mark in association with its services by displaying the mark in the carrying out, promoting or

advertising of those services. The Panel also finds that those services constitute “noncommercial”

services within the meaning of Policy paragraph 3.5(b). Accordingly, the Panel
finds that the STATISTICS CANADA mark is a “Mark” within the meaning of the Policy pursuant to

Policy paragraph 3.2(a). The Panel also finds that the Complainant had “Rights” in that mark
within the meaning of the Policy pursuant to Policy paragraph 3.3(a) prior to the date of

registration of the corresponding Domain Name and continues to have such “Rights”.

(h) TRANSPORT CANADA

57. The Complainant asserts common law trade-mark rights in the mark TRANSPORT CANADA

based upon use of the mark in association with various government services prior to November
9, 2000 (the registration date for the <transportcanada.ca> domain name).

58. The Registrant disputes the Complainant’s asserted rights in the TRANSPORT CANADA

mark on the basis that the mark has not been advertised as an official mark pursuant to

paragraph 9(1)(n)(iii) of the Trade-marks Act. However, the Complainant asserts common law

rights in the mark based upon use, not statutory rights based upon advertisement as an official

mark. The Registrant also contends that the TRANSPORT CANADA mark is generic and

descriptive in nature, and not distinctive of the Complainant.

59. The Panel finds that as a result of extensive use by the Complainant, the TRANSPORT

CANADA mark has acquired distinctiveness and distinguishes the Complainant’s services from
those of other persons. The Panel finds that the TRANSPORT CANADA mark distinguishes the

Complainant’s services from those of other persons. The Panel also finds that the Complainant
uses the TRANSPORT CANADA mark in association with its services by displaying the mark in the

carrying out, promoting or advertising of those services. The Panel also finds that those

services constitute “non-commercial” services within the meaning of Policy paragraph 3.5(b).
Accordingly, the Panel finds that the TRANSPORT CANADA mark is a “Mark” within the meaning of

the Policy pursuant to Policy paragraph 3.2(a). The Panel also finds that the Complainant had
“Rights” in that mark within the meaning of the Policy pursuant to Policy paragraph 3.3(a) prior
to the date of registration of the corresponding Domain Name and continues to have such

“Rights”.
